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Request for Reconsideration after Final Action

Thetable below presentsthe data as entered.

SERIAL NUMBER 79173949

LAW OFFICE ASSIGNED LAW OFFICE 112

MARK SECTION

MARK http://tmng-al .uspto.gov/resting2/api/img/79173949/large
LITERAL ELEMENT LEDRAPTOR

STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

The mark consists of standard characters, without claim to any particular font style,

MARK STATEMENT .
size or color.

ARGUMENT(S)
REQUEST TO SUSPEND

The present application is under a final refusal for which a reply is due on or before Cctober
25, 2016. The undersigned attorney of record received notification from Applicant’s European
trademark representative indicating that a Request to Anend was filed at the European Union
Intell ectual Property O fice (EU PO on Cctober 13, 2016 requesting an anmendnent to the Cl ass
11 identification of goods (ID). Attached hereto is a copy of the Request to Anend that was
filed at the EUPO As it will be noted, a Gernan word was incorrectly translated by IB for
the Cass 11 ID but correctly translated for the Class 41 ID. Since this is a newissue in
this proceeding, Applicant respectfully submts that suspending the proceedings in this

appl i cati on pending the outcone of the request to anend proceeding at IBis the only action to
take at this time. It is also respectfully subnmitted that, in fairness to the Applicant, it
is appropriate for the Exam ner to suspend the proceedings. Accordingly, Applicant
respectfully solicits a granting of this Request to Suspend

Applicant is sinmultaneously filing a Notice to Appeal to give the Examiner time to consider
this request after the Cctober 25, 2016 deadline for replying to the final refusal.

EVIDENCE SECTION
EVIDENCE FILE NAME(S)

ORIGINAL PDF FILE evi 2417636226-20161020082918964357 . 00332467.PDF
(CE}%ZQ’;)RTED FRIE RIEEE) \TICRS\EXPORT17\IMA GEOUT17\791\739\79173949\xml 1\RFR0002.JPG

WTICRS\EEXPORT1INAIMAGEOUT17\791\739\79173949\xml 1\RFR0003.JPG

WTICRS\EEXPORT1AIMAGEOUT17\791\739\79173949\xml 1\RFR0004.JPG

acopy of the Reguest to Amend the Class 11 trandation of the goods dated October
DESCRIPTION OF EVIDENCE FILE 13, 2016 and filed & the EUIPO

SIGNATURE SECTION

RESPONSE SIGNATURE /Liane L. Churney/

SIGNATORY'SNAME LianeL. Churney
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../RFR0004.JPG

SIGNATORY'SPOSITION Attorney of Record, Michigan Bar Member

SIGNATORY'S PHONE NUMBER (269) 381-1156
DATE SIGNED 10/20/2016
AUTHORIZED SIGNATORY YES
CONCURRENT APPEAL NOTICE FILED YES

FILING INFORMATION SECTION
SUBMIT DATE Thu Oct 20 08:46:18 EDT 2016

USPTO/RFR-XX. XXX XX.XXX-2
0161020084618001029-79173
949-570890f 33648eb6f85d34
5f9f5bd615793a94dc38c1189
€5a16852e322dfc3df-N/A-N/
A-20161020082918964357

TEASSTAMP

Under the Paperwork Reduction Act of 1995 no persons are required to respond to a collection of information unlessit displays avalid OMB control number.

Request for Reconsider ation after Final Action
Tothe Commissioner for Trademarks:

Application serial no. 79173949 LEDRAPTOR(Standard Characters, see http://tmng-al.uspto.gov/resting2/api/img/79173949/large) has been
amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

REQUEST TO SUSPEND

The present application is under a final refusal for which a reply is due on or before Cctober
25, 2016. The undersigned attorney of record received notification from Applicant’s European
trademark representative indicating that a Request to Anend was filed at the European Union
Intellectual Property Ofice (EU PO on October 13, 2016 requesting an amendnent to the Cass 11
identification of goods (1D). Attached hereto is a copy of the Request to Arend that was filed
at the EUPO As it will be noted, a German word was incorrectly translated by IB for the O ass
11 ID but correctly translated for the Class 41 ID. Since this is a newissue in this

proceedi ng, Applicant respectfully subnmits that suspending the proceedings in this application
pendi ng the outconme of the request to amend proceeding at IBis the only action to take at this
time. It is also respectfully submtted that, in fairness to the Applicant, it is appropriate
for the Exam ner to suspend the proceedings. Accordingly, Applicant respectfully solicits a
granting of this Request to Suspend

Applicant is simultaneously filing a Notice to Appeal to give the Examiner tinme to consider this
request after the COctober 25, 2016 deadline for replying to the final refusal.

EVIDENCE

Evidencein the nature of a copy of the Request to Amend the Class 11 translation of the goods dated October 13, 2016 and filed at the EUIPO
has been attached.

Original PDF file:

evi_2417636226-20161020082918964357 . 00332467.PDF

Converted PDF file(s) ( 3 pages)

Evidence-1
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Evidence-2
Evidence-3

SIGNATURE(S)

Request for Reconsider ation Signature

Signature: /Liane L. Churney/  Date: 10/20/2016

Signatory's Name: Liane L. Churney

Signatory's Position: Attorney of Record, Michigan Bar Member

Signatory's Phone Number: (269) 381-1156

The signatory has confirmed that he/sheis an attorney who is a member in good standing of the bar of the highest court of aU.S. state, which
includes the District of Columbia, Puerto Rico, and other federal territories and possessions; and he/sheis currently the owner's’holder's attorney
or an associate thereof; and to the best of his/her knowledge, if prior to hisher appointment another U.S. attorney or a Canadian attorney/agent
not currently associated with his’her company/firm previously represented the owner/holder in this matter: (1) the owner/holder hasfiled or is
concurrently filing a signed revocation of or substitute power of attorney with the USPTO; (2) the USPTO has granted the request of the prior
representative to withdraw; (3) the owner/holder has filed a power of attorney appointing him/her in this matter; or (4) the owner's’holder's
appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing him/her as an associate attorney in this matter.

The applicant isfiling a Notice of Appeal in conjunction with this Request for Reconsideration.

Serial Number: 79173949

Internet Transmission Date: Thu Oct 20 08:46:18 EDT 2016

TEAS Stamp: USPTO/RFR-XX. XXX.XX.XXX-2016102008461800
1029-79173949-570890f 33648eb6f 85d345f9f 5
bd615793a94dc38c1189e5a16852e322dfc3df-N
/A-N/A-20161020082918964357


../RFR0003.JPG
../RFR0004.JPG

GR

GERSTENBERG RECHTSANWALTE

GERSTENBERG RECHTSANWALTE - UhlandstraBe 2 - D-80336 Miinchen Dr. phil. Ekkehard Gerstenberg (+1989)
Dr. rer. pol. Hartmut Krafft
EUIPO European Union (E‘{L“w*')k —
) ike Markus Gerstenber
Inte”?Ctual Property Office Fachanwalt fiir gewerbiichen Rgchtsschutz
Avenida de Europa 4 Dr.jur. Christoph Hegele (12014)
: J g
E 03080 Alicante/SPAIN ?/Ie:lrc Pl’Jlti-Poulalli)?r}1 .
" achanwalt flir gewerblichen Rechtsschutz
Per Telefax: 0034 96 5131344 Benjamin Hiller
UhlandstraBe 2
D-80336 Miinchen

Telefon +49 (89) 28 8139-0

Telefax +49 (89) 28 8139-99

E-Mail  info@gerstenberg.de
13.10.2016 Internet www.gerstenberg.de

Unser Zeichen / our ref.:

08323/15 EMG/CR

Sekr.  Christa Reichardt

= +49 (0)89 288 139-10

Fax +49 (0)89 288 139-99
E-Mail reichardt@gerstenberg.de

Your ref: 806/917871301

our ref: 8323/15

International Registration no. 1 268 305 “LEDRAPTOR”
Applicant: Dedo Weigert Film GmbH

Please forward the attached reply to the WIPO, Geneva/Switzerland. Thank you.

GERSTENBERG RECHTSANWALTE
Marc Pitz-Poulalion
Rechtsanwalt

Stadtsparkasse Miinchen - Konto-Nr. 907 124 127 - BLZ 701 500 00 - IBAN: DE68 7015 0000 0907 1241 27 - BIC: SSKMDEMM
Commerzbank AG Miinchen - Konto-Nr. 315 405 100 - BLZ 700 800 00 - IBAN: DE14 7008 0000 0315 4051 00 - BIC: DRESDEFF700

USt-ID-Nr/VAT-No.: DE12 9999 676
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GERSTENBERG RECHTSANWALTE

GERSTENBERG RECHTSANWALTE - UhlandstraBe 2 - D-80336 Miinchen Dr. phil. Ekkehard Gerstenberg (11989)
Dr. rer. pol, Hartmut Krafft
WIPO - Intellectual Property ‘E?L“"I‘\;S‘*"k S
P ike Markus Gerstenber
Ol'g an 'Zapon Fachanwalt f(ir gewerblichen Rgchtssch utz
34, chemin des Colombettes Dr. jur. Christoph Hegele (12014)

Marc Pitz-Poulalion
Fachanwalt fir gewerblichen Rechtsschutz

Benjamin Hiller

CH-1211 Geneva 20/Switzerland
Telefax: 0041 22 740 1429

UhlandstraBe 2
D-80336 Miinchen

Telefon +49 (89) 28 8139-0

Telefax +49 (89) 28 8139-99

E-Mail info@gerstenberg.de
13.10.2016 Internet ww.gerstenberg.de

Unser Zeichen / our ref..

08323/15 EMG/CR

Sekr. Christa Reichardt

B +49 (0)89 288 138-10

Fax +49 (0)89 288 139-99
E-Mail reichardt@gerstenberg.de

Your ref: 806/917871301

our ref: 8323/15

International Registration no. 1268 305 “LEDRAPTOR”
Applicant: Dedo Weigert Film GmbH
Dear Sirs,

Following a provisional refusal from the US Patent and Trademark Office, we discov-
ered that there has been a mistranslation of the goods and services claimed in the
above-mentioned international registration. The mistake is based on the official transla-
tion provided by the Office of Origin, the EU Intellectual Property Office.

The original description of goods and services was as follows:
cl. 11: Beleuchtungsgerate, insbesondere Scheinwerfer und deren Bestandteile
The English translation reads as follows:

cl. 11: Lighting apparatus, in particular headlights and components therefor.

Stadtsparkasse Miinchen - Konte-Nr. 907 124 127 - BLZ 701 500 00 - IBAN: DE68 7015 0000 0907 1241 27 - BIC: SSKMDEMM
Commerzbank AG Miinchen - Konto-Nr. 315 405 100 - BLZ 700 800 00 - IBAN: DE14 7008 0000 0315 405100 - BIC: DRESDEFF/00

USt-ID-Nr/VAT-No.: DE12 9999 676




GERSTENBERG RECHTSANWALTE Seite 2

It can be noted that the term “Scheinwerfer” has been translated differently in cl. 11 and
class 41. While it was correct translated in cl. 41 as “spotlight”, it was mistranslated in
cl. 11 as “headlight”.

We have requested a correction of that translation in the Office of origin’s database.

May we kindly request that the description of goods and services in cl. 11 of this inter-
national registration be amended as follows:

,Lighting apparatus, in particular headlights spotlights and components therefor”.

We respectfully request the amended application to be republished in the WIPO gazette
if and insofar as this is necessary.

Yours sincerely

GERSTEEW?ECHTSANWALTEV’

Marc Putz-Poulalion
Rechtsanwalt



